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Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

2. Claims 25-33 are rejected under 35 U.S.C. 101 because the claim is directed to a 
recording medium storing nonfunctional descriptive material. 

Data structures not claimed as embodied in computer-readable media are 
descriptive material per se and are not statutory because they are neither physical 
"things" nor statutory processes. See, e.g. Warmerdam, 33 F.3d at 1361, 31 USPQ2d at 
1760 (claim to a data structure per se held nonstatutory) and merely claiming 
nonfunctional descriptive material stored in a computer-readable medium does not 
make it statutory. See MPEP 2106.IV.B.1 . 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
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not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

5. Claims 1, 4-5, 7-8, 20, are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Lane et al in view of the submitted prior art of Tan (EP 0912063 A2). 

Lane et al discloses a video/audio recording/reproducing apparatus that shows 
substantially the same limitations recited in claims 1, and 20, including the feature 
decoding first encoded image data to generate first decoded image data (See Lane et 
al's column 50, lines 30-48, where it is disclosed that encoded image data are received 
and said received encoded image data are decoded), and the feature of storing the 
encoded image data on a digital storage medium as specified in the present claims 1 , 
and 20. (See the capability of recording the encoded image data on the recording 
medium as shown in Lane et al's Figure 10a, components 308, and 340). 

Although Lane et al discloses the capability of storing the image information on a 
storage medium, it is noted however, that Lane et al fails to specifically disclose the 
feature of analyzing the content of the first decoded image data to generate index 
information and storing the same together with the image on the storage medium as 
specified in the present claims 1, and 20. 

It is further noted that, the submitted prior art of Tan (EP 0912063 A2) discloses 
the capability of analyzing the content of video information and generating index 
information which are inserted in a header area of the generated video packet for 
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transmission purposes as recited in claims 1 , and 20. (See Tan's Figure 1 , components 
130 and 140, and further, see Tan's page 6, paragraphs [0045-0046]). 

It would have been obvious to one skilled in the art to modify the Lane et al's 
recording/reproducing apparatus wherein the encoding means provided thereof would 
incorporate the capability of analyzing the content of the image data so as to generate 
index information and multiplexing the same with the encoded image data before 
providing the multiplexed data to the recording means for recording purposes. The 
motivation is to increase the quality of the image data at reproduction as suggested by 
Tan. 

With regard to claim 4, the feature of receiving image data information prior to 
performing the encoding step and recording the same on the storage media as specified 
thereof would be inherently present in the proposed combination indicated above. 
Because, Lane et al already discloses in column 50, lines 41-48, and column 1, lines 1- 
5, that the data are depacketized and repacketized including the header information for 
recording purposes). 

With regard to claim 5, the feature of recording the image data, index information 
in a first file on the storage medium as specified thereof would be present in the 
proposed combination indicated above. (See the capability of recording the image data 
including header information as trick play data on the recording medium as shown in 
Lane et al's Figure 13b). 

With regard to claims 7-8, the feature of storing the first of encoded data with the 
first indexing information in a first file and storing the second set of encoded data with 
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the second indexing information in a second file on the storage medium as specified 
thereof would be inherently present in the proposed combination indicated above. 
Since, Lane et al discloses in Figure 13b the capability of recording on the recording 
medium encoded data of the two different speeds wherein each speed can be 
interpreted as one file. 

6. Claims 2-3, 6, 9-19, 21-24, are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

7. Claims 34-44 contain allowable subject matter over the prior art of record. 

8. The following is a statement of reasons for the indication of allowable subject 
matter: 

The claimed invention is directed to a method of processing encoded data file. 
The independent claim identify the feature of " searching/retrieving the encoded data file 
for content information which can be obtained by examining encoded data included in 
said file without fully decoding said encoded data: and fully decoding the retrieved 
encoded data". The independent claim identifies the feature of "performing a partial 
decoding operation on retrieved encoded information to generate partially decoded 
data: and performing an indexing operation on the partially decoded data to generate 
indexing information ". The closest prior art, Tan (EP 0912063 A2), discloses a 
transmission apparatus which includes the capability of generating index information, 
either singularly or in combination fails to anticipate or render the above underlined 
limitations obvious. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Bob Chevalier whose telephone number is 571-272- 
7374. The examiner can normally be reached on MM-F (9:00-6:30), second Monday 
off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Groody can be reached on 571-272-7950. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



B. Chevalier 
September 17, 2005. 




